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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-6, 8, 14, 21 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ackerman et al. (US 5,023,881) in view of Aoyagi et al. (US 5,906,753). 

Referring to claims 1, 2, 14 and 21, Ackerman et al. et al. discloses a manufactured 
optical device and method comprising an external fixed reference (Fig. 1, ref. 1 1); a first optical 
module having a first optical component (see col. 3, lines 18-19), the first optical module 
mounted to a first predetermined location on the external fixed reference (see Fig. 1, ref. 11); and 
a second optical module having a second optical component (see Fig. 1, ref. 13), the second 
optical module mounted to a second predetermined location on the external fixed reference (see 
Fig. 1, ref. 11); wherein the first and second optical modules are oriented relative to an external 
reference frame provided by an external reference standard (see Fig. 1, ref. 11); and mounted at 
the first and second predetermined locations such that the optical components interact with one 
another is a desired manner (see col. 3, lines 59-63). However, the reference does not disclose 
that the optical components are standardized and prealigned. 

Aoyagi et al. discloses an optical module having an optical component prealigned relative 
to an external reference frame provided by the reference standard (see col. 7, lines 28-38), 
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wherein the module carries reference features and the prealignment is with respect to the 
reference features (see col.7, lines 30-35). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to prealign the first and second optical modules relative to the external 
reference frame provided by the external reference standard, wherein the first and second optical 
modules carry reference features and the prealignment is with respect to the reference features in 
order to further provide "excellent coupling efficiency" thereby obtaining high yield (see col. 2, 
lines 53-59). Further, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to standardize the optical modules since a skilled artisan in the art 
would be expected to know that using devices with industry standards would be desirable to 
facilitate compatibility between optical devices. 

Referring to claim 3, Ackerman et al. and Aoyagi et al. disclose the device previously 
recited. Ackerman et al. et al. further disclose that the fixed reference carries reference features 
at the first and second predetermined locations (see Fig. 1, ref. 11). It is the position of the 
examiner that the edges of the fixed reference inherently serves as reference features. 

Referring to claims 4-6, Ackerman et al. and Aoyagi et al. disclose the device previously 
recited. However, Ackerman et al. does not disclose that the first and second optical module 
comprise a first and second prealignment mount; and the first and second optical component is 
mounted to the first and second prealignment mount, respectively, wherein the first optical 
component is fixed at a prealigned orientation by the first prealignment mount. 
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Aoyagi et al. discloses an optical module comprising an alignment mount, wherein an 
optical component is fixed at a prealigned orientation by the prealignment mount (see col. 7, 
lines 28-38). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the first and second optical module comprise a first and second 
prealignment mount; and the first and second optical component mounted to the first and second 
prealignment mount, respectively, wherein the optical component is fixed at a prealigned 
orientation by the first prealignment mount in order to further provide "excellent coupling 
efficiency" thereby obtaining high yield (see col. 2, lines 53-59). Further, such a modification 
would provide stability to the device by mounting the component on a rigid surface. 

Referring to claim 8, Ackerman et al. and Aoyagi et al. disclose the device previously 
recited. Ackerman et al. further discloses a prealignment mount coupling adapted to fixedly 
couple the first optical component to the first prealignment mount at a predetermined orientation 
(see col. 4, lines 8-12). 

Referring to claim 22, Ackerman et al. and Aoyagi et al. disclose the method previously 
recited. However, the references do not disclose a computer software to implement the method. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have use computer software to implement the method in order to 
implement the method using a computer, thereby improving the efficiency in which the method 
is implemented. Moreover, intended use does not carry patentable weight. 
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3. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ackerman et al. 
and Aoyagi et al., in view of Green et al. (US 6,470,120 B2). 

Ackerman et al. and Aoyagi et al. disclose the device previously recited. However, the 
references do not disclose that the first optical component can move with six degrees of freedom 
relative to the reference features prior to being fixed to the first prealignment mount. 

Green et al. discloses an optical component that can move with six degrees of freedom 
(see col. 4, lines 61-64). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the first optical component move with six degrees of freedom 
relative to the reference features prior to being fixed to the first prealignment mount in order to 
provide a period of adjustability before fixing the component onto the substrate, thereby insuring 
precision alignment. Moreover, such a modification allows "optimal coupling" (see col. 4, lines 
63-64). 

4. Claims 9-12 and 15-20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ackerman et al. and Aoyagi et al., in view of Setoguchi (US 6,467,972). 

Referring to claim 9, Ackerman et al. and Aoyagi et al. disclose the device previously 
recited. However, the references do not disclose that the optical device includes a first fixed 
reference coupling to fixedly couple the first optical module to the fixed reference. 

Setoguchi discloses a fixed reference coupling to fixedly couple a first optical module to 
the fixed reference (see col. 12, lines 6-18). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a fixed reference coupling to fixedly couple a first optical module to 
the fixed reference in order to improve the stability of the device by securing the module with the 
fixed reference. 

Referring to claims 10 and 11, Ackerman et al. discloses an optical device comprising a 
fixed reference (see Fig. 1, ref. 1 1); a first optical module comprising a first optical component 
(see col. 3, lines 18-19); a first mount (see Fig. 2, ref. 18); a first mount coupling which fixedly 
couples the first optical component to the first mount (see Fig. 3, ref. 29); a second optical 
module comprising a second optical component (see Fig. 1, ref. 13); a second mount (see Fig.l, 
ref. 12); wherein the first and second optical components are oriented to optically interact with 
one another in a desired manner (see col. 3, lines 59-63). However, the reference does not 
disclose prealignment mounts; fixed reference couplings which fixedly couples the prealignment 
mounts to a predetermined location on the fixed reference; wherein the first prealignment mount 
is prealigned relative to an reference frame of a reference standard and the fixed reference 
coupling; a second prealignment mount coupling which fixedly couples the second optical 
component to the second prealignment mount at a prealigned orientation relative to the external 
reference frame of the external reference standard and to the fixed reference coupling, wherein 
the first and second optical fixed reference couplings carry reference features. 

Aoyagi et al. discloses prealignment mounts (see col. 7, lines 30-37). Setoguchi discloses 
a mount (see Fig. 7, ref 103); a fixed reference coupling which fixedly couples the mount to a 
predetermined location on the fixed reference (see Fig. 8, ref. 122); a mount coupling which 
fixedly couples the optical component to the mount at a prealigned orientation relative to the 
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external reference frame of the reference standard and to the fixed reference coupling (see Fig. 7, 
ref. 117). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to employ prealignment mounts; fixed reference couplings which fixedly 
couples the prealignment mounts to a predetermined location on the fixed reference; a second 
prealignment mount coupling which fixedly couples the second optical component to the second 
prealignment mount at a prealigned orientation relative to the reference frame of the reference 
standard and to the fixed reference coupling, wherein the first and second optical fixed reference 
couplings carry reference features in order to further provide "excellent coupling efficiency" 
between the optical components, thereby obtaining high yield (see col. 2, lines 53-59), while 
maintaining a high degree of stability. 

Referring to claim 12, Ackerman et al., Aoyagi et al. and SetogUchi disclose the device 
previously recited. Ackerman et al. et al. further disclose that the fixed reference carries 
reference features at the first and second predetermined locations (see Fig. 1, ref. 11). It is the 
position of the examiner that the edges of the fixed reference inherently serves as reference 
features. 

Referring to claims 15 and 16, Ackerman et al., Aoyagi et al. and Setoguchi disclose the 
method previously recited. Ackerman et al. further discloses placing an optical module at a 
predetermined location on a fixed reference prior to fixedly mounting (see Fig. 2, 3). However, 
Ackerman et al. does not disclose the method of prealigning the first and second optical modules 
prior to fixedly mounting. 



Application/Control Number: 09/920,366 Page 8 

Art Unit: 2871 

Aoyagi et al. discloses prealigning an optical module prior to fixedly mounting (see col. 
7, lines 30-37). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to prealign the first and second optical modules prior to fixedly mounting in 
order to further provide "excellent coupling efficiency" thereby obtaining high yield (see col. 2, 
lines 53-59), before permanently mounting the modules. 

Referring to claims 17 and 18, Ackerman et al., Aoyagi et al. and Setoguchi disclose the 
method previously recited. However, Ackerman et al. does not disclose aligning the modules in 
a reference frame define by the reference standard; and fixing the first and second optical 
components in prealignment mounts. 

Aoyagi et al. discloses aligning the modules in a reference frame defined by a reference 
standard, and fixing the first and second optical components in prealignment mounts (see col. 7, 
lines 30-37). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to align the modules in a reference frame defined by the reference standard, 
and fixing the first and second optical components in prealignment mounts in to order to further 
provide "excellent coupling efficiency" thereby obtaining high yield (see col. 2, lines 53-59) by 
defining a specific frame where high coupling efficiency can be achieved. 

Referring to claim 19, Ackerman et al., Aoyagi et al. and Setoguchi disclose the method 
previously recited. However, Ackerman et al. does not disclose the method of compensating for 
optical variations in the optical components. 
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It would have been obvious to account for optical variations in the optical components in 
order to improve the performance of the device by compensating for future inconsistencies 
within the device. 

Referring to claim 20, Ackerman et al. 5 Aoyagi et al. and Setoguchi disclose the method 
previously recited. However, the references do not disclose a third optical module. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a third optical module as claimed in order to increase the capabilities 
of the device by extending the alignment method to another optical coupling, thereby improving 
the coupling efficiency of a more complicated device. Moreover, it has been held that mere 
duplication of the essential working parts of a device involves only routine skill in the art. St 
Regis Paper Co. v. Bemis Co.., 193 USPQ 8. 

5. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ackerman et al., 
Aoyagi et al., and Setoguchi et al, in view of Green et al. 

Ackerman et al., Aoyagi et al. and Setoguchi et al. disclose the device previously recited. 
However, the references do not disclose that the first optical component can move with six 
degrees of freedom relative to the reference features prior to being fixed to the first prealignment 
mount. 

Green et al. discloses an optical component that can move with six degrees of freedom 
(see col. 4, lines 61-64). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the first optical component move with six degrees of freedom 
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relative to the reference features prior to being fixed to the first prealignment mount in order to 
provide a period of adjustability before fixing the component onto the substrate, thereby insuring 
precision alignment. Moreover, such a modification allows "optimal coupling" (see col. 4, lines 
63-64). 

Response to Arguments 

6. Applicant's arguments filed 12/23/03 have been fully considered but they are not 
persuasive. 

7. In response to Applicant's argument that the references do not disclose at least three 
separate elements: a first standardize optical module, a second standardize optical module and a 
fixed reference to which these two optical modules are mounted, Examiner submits that at the 
reference do show such a configuration. Ackerman, the primary reference, shows a first optical 
module (col. 3, lines 18-19), a second optical module (fig. 1, ref. 13), and a fixed reference to 
which these two optical modules are mounted (fig. 1, ref. 1 1). The reference is the silicon body 
1 1 . Both optical components are ultimately mounted on the silicon body which provide a flat 
reference plane in which the optical modules are mounted on. The Aoyagi reference was 
incorporated to teach that prealignment of optical components are well known in the art to 
improve coupling efficiency. 

8. In response to applicants argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
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applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971)'. Utilizing standardized optical components are extremely well 
known in the art. Optical components are well known in the art to be manufacture in mass 
quantities utilizing standard parameters. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard H Kim whose telephone number is (571)272-2294. The 
examiner can normally be reached on 9:00-6:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert H Kim can be reached on (571)272-2293. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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